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Application/Control Number: 09/063,356 
Art Unit: 1644 



The amendment of 1 1/29/99 has entered no new matter. 
The claims pending and under examination are 21-82. 

Applicant's response has overcome the previously stated (Paper 9) rejection under 35 

U.S.C. 1 12, 2nd paragraph. 

Claims 27-31, 35-37 and 40-82 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The claim contain new matter for 
reasons of record. 

With respect to the issue of ipsis verbis support for terms reciting "about", it is proper for 
the examiner to require such support. Any given vaiue X which is changed to read as "about X" 
is clearly expanded in scope and thus not properly supported. The mere fact that some 
dimensions recited on page 8 may have been recited with "about" does not support insertion of 

"about" with respect to any and all other dimensions. 

The recitation of a generic "label" (claims 37, 55, 77) cannot be supported by recitation of 
certain species of a label. Applicant's urging that page 3 recites "label;" is unconvincing, since 
page 3 describes the prior art rather than applicant's own invention. Further, even if page 3, line 
12 were taken as supporting a "label" generally, it would, at most, support a labeling of DNA 
for hybridization reactions and not of other members (e.g. antibodies) or of DNA for other 
purposes (e.g. sequencing). 
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Further with respect to claim 60 the term "polynucleotides" was clearly indicated as 
being overly broad for the same reason set forth with respect to claim 59; since Example 1 1 only 
taught cDNA, the broader subgenus of "polynucleotides" cannot be properly supported. 
Applicant's urging regarding recitation of "polynucleotide" in original claim 2 is unconvincing, 
since in claim 2 "polynucleotide refers to reagents fixed on a solid substrate, and not to a method 
for detecting expression of a gene, as required by base claim 44. 

Regarding claim 63, applicant's arguments again pertain to what one skilled in the art 
might recognize, rather than to what was described. Applicant's reference to what was recited at 
page 13, line 29 is unconvincing because this refers to Fig. 6, which is only showing what was 
specifically done in Example 11. Further page 13, line 29 recites 

different experimental conditions", while claim 63 recites, more broadly, "different conditions". 

For claim 64, applicant has again argued what one skilled in the art would be aware of 
and has this again failed to realize that enablement and description are separate aspects of 1 12 
first paragraph. jg | ^£^XJ Q#t^ vA^^ 



The examiners notes that the^jection at the bottom of page 5 of Paper 9 was in intended 
to be in reference to claim(^ rather than 55. That claim 65 was intended is clear from the 
context since the examiner referred to a Figure and Example urged by applicant as supporting the 
language of clair^^ (Paper 7, page 12). Applicant's traversal presented in Paper 10, page 6 
again misses the mark by confusing the enablement and description requirements of 1 12, first 
paragraph. 
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The rejection of claim 66 pertaining the requirement that the limits of claim 70 be recited 
therein is maintained. Applicant's urgings pertaining to the disclosure at page 9 are 
unconvincing because teachings therein are not specifically directed to detecting a sequence 
variation in a gene, as required in claim 66. Applicant's urgings in Paper 10, page 7 regarding 
the application of "different samples to two different groups of channels" are unconvincing, 
because claim 66 req uires contact ing of "a sample" (line 2), not "different samples". 

With respect to claims reciting various dimensions, note the following. 

Claims 29, 50, 72 remain unsupported applicant has pointed to page 13, line 7 and page 
14, line 10 as supporting. This is unconvincing because the 33 nm diameter recited at page 14, 
which converts to 0.033 microns, lies outside of the 0.1-10 micron range disclosed at page 13. 
There was nothing in the disclosure to indicate that a continum of diameter values between that 
disclosed on page 14 and the lower limit disclosed at page 1 3 was intended by applicant. 
Applicant is thus claiming use of substrates that belong to a new subgenus of substrates. 

Claims 31,51 and 73 remain unsupported because applicant is relying upon the 33 NM 
dimension disclosed at page 14, line 10 and the 10 urn upper dimension disclosed at page 13, line 
7. As noted supra for claims 29, 50, 72 these limits were not disclosed as part of a continum of 
diameters. Furthermore applicant has urged (Paper 10, page 7) that page 14, lines 28-30 support 
a thickness range of from 10 urn to 1.0 mm. -i.e. a range of from 10 to the minus 5th to 10 to the 
minus 3rd meter. Page 14, lines 29-30 recite "0.1-1.0 mm" -i.e. 10 to the minus 4th to 10 to the 
minus 3rd meters. Applicant's claim is thus based on a broader range of thickness than can be 
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supported by the specification. Further, it is noted that any value of an inner surface area can 
result from multiplying an infinitude of circumferences by a infinitude of lengths. Therefore 
these claims encompass channels having diameters and lengths different from those pointed out 
by applicant and never recited in the disclosure. 

Assuming that applicant's calculations are correct, as presented in Paper 10 at page 8, the 
examiner has withdrawn the new matter rejection of claims 32, 52 and 74. 

Based upon applicant's urgings of Paper 10, page 8 referring to Example 7, the examiner 
has withdrawn the new matter rejection of claims 34, 54, 76. 

Claims 21, 25-31, 34, 37-44, 50-51, 54-60, 66, 72-73 and 76-82 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Degen et al. in view of Chandler and Brown III et al. 

The rejection over this combination of references is maintained because applicant's 
arguments have not convinced that the applied teachings are irrelevant to the claims. 

Applicant has urged that Degen et al. fail to teach coating of the active material in the 
channels. Applicant is referred to col. 5, line 34-48, which teach the surface of the membrane 
includes the pores. It is further noted, from applicant's examples, that any agent applied to the 
nanochannel filters instantly taught would become immobilized on both outer surfaces of the 
wafer and inner surfaces of the pores. Applicant's urgings regarding the essential impossibility 
of accomplishing deposition of biologically active material in the pores of the filters of the 
design of Degen et al. has not been explained or substantiated with any evidence. 
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Applicant's urgings pertaining to the failure of Degen et al's. failure to teach groups of 
channels are unconvincing. As long as applicant's claims encompass an embodiment in which 
first and second binding agents are the same, there is nothing that distinguishes "a first group of 
said channels" from "a second group of said channels"; in fact the membrane could be uniformly 
coated as in the disclosure of Degen et al. 

With respect to the case in which first and second binding agent are different Chandler 
and Brown III et al. show how to prepare immunoassay filters coated with different reagents in 
two different regions so as to give distinctive results, depending upon the presence or absence of 
target analyte in a sample. 

Applicant's urgings regarding the deficiencies of Degen et al. are thus unconvincing 
because they argue that the invention has features which are not, in fact, an actual limitations of 
the claims, when the terms of the claims are interpreted for the broadest reasonable scope. 

Applicant should note that in this action claims 31, 51, 73 are included in the rejection. 
This is based upon Degen et al. at col. 14, lines 45+ A pore diameter of 0.1 microns (lines 47-48) 
converts to a circumference (pi x d) of 3.14 x 10 to the minus 7th meters. A membrane thickness 
of 5 mils (line 48) converts to approx. 1 .26 x 1 0 to the minus 4th meters;multiply ing the 
circumference times the thickness (length of pore) gives a value of 3.96 x 10 to the minus 1 1th 
square meters. It is noted that the 10 square micrometer lower limit of claim 3 1 converts to 10 to 
the minus 11th square meters. Thus the pore surface area of each pore within the membranes of 
Degen et al. is within the range recited by applicant in claims 31, 51, 73. 
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Rendering a final rejection in the present action is deemed proper, even though this 
teaching of Degen et al. was not previously noted. Applicant has not questioned the teachings of 
any of the dimensions of Degen et al's. filters noted by the examiner. Applicant has instead 
merely focused on supposed general differences between Degen et al's. and his own filter, and, 
for reasons noted supra, the examiner finds no such differences. Since no new reference or 
combination of references has been relied upon presently a final rejection is proper. 

Claims 23-24, 35-36, 45-46, 67-68 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Degen et al. in view of Chandler and Brown III et al. as applied to claims 21 , 
25-30, 34, 37-43 above, and further in view of Tonucci et al. 

This rejection of record is maintained since applicant's traversal has merely focused in 
deficiencies of the Degen et al., Chandler and Brown III et al. references and argued that Tonucci 
et al. do not cure these deficiencies, because Tonucci et al's. Filter, like Degen et al's., has no 
distinct groups of channels. For the reasons indicated supra with respect to Degen et al., 
Chandler and Brown III et al., the rejection further in view of Tonucci et al. is maintained. 

Claim 24, was previously included in this rejection (Paper 9, page 1 1). Listing of claim 
24, on form PTO-326 as objected to was thus clearly in error. 

Applicant's urgings filed on 1 1/29/99 have been considered but are unconvincing. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Saunders, Ph.D., whose telephone number is (703) 308- 
3976. The examiner can normally be reached on M-F from 8:15 a.m. to 4:45 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Chan, can be reached on (703) 308-3973. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242. 
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